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?)□ Claim(s) is/are objected to. 
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Application Papers 
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Replacement drawing sheet(s) Including the correction is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/ResMctions 

Restriction to one of the following inventions is required under 35 U.S.C. 

I. Claims 1-2, drawn to apparatus, classified in class 118, subclass 
50. 

II. Claims 3-22, drawn to process, classified in class 427, subclass 
162. 

III. Claims 23-26, drawn to product, classified in class 428, subclass 
421. 

2. The inventions are distinct, each from the other because of the following 
reasons: 

Inventions I and III are related as apparatus and product made. The inventions 
in this relationship are distinct if either or both of the following can be shown: (1) that the 
apparatus as claimed is not an obvious apparatus for making the product and the 
apparatus can be used for making a materially different product or (2) that the product 
as claimed can be made by another and materially different apparatus (MPEP § 
806.05(g)). In this case the product as claimed can be made by another and materially 
different apparatus such as one without a vessel. 



1. 

121: 
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Inventions II and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus as claimed can be used to practice another and 
materially different process such as one that process other than fluorination. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

3. During a telephone conversation with Mr. Kramer on 3-22-06 a 
provisional election was made with traverse to prosecute the invention of group II 
claims 3-22. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1-2, 23-26 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the cun-ently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 
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Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 3, 20, 21, 22 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claims 3, 20, 21, 22, there are recited "type" which is vague and indefinite 
because there is no meets and bounds. 



6. Claims 9 is rejected as failing to include every limitation of the claim from 
which they depend as required under 35 U.S.C 1 12, fourth paragraph. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form to only one statutory class of invention, or rewrite the claim(s) in 
independent form. 



The fact that independent and dependant claims are of different statutory classes 
does not, in itself, render the latter improper (i.e product-by-process as proper). The 
test as to whether a claim is a proper dependant claim is that it shall include every 
limitation of the claim from which it depends (35 USC 112, fourth paragraph), or in other 
words that it shall not conceivably be infringed by anything which would not also infringe 
the basic claim. See MPEP 608.01 (n). 
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Regarding claim 9, since this claim is a process claim, the apparatus limitations 
must be recited in the process itself such that it is clear that the apparatus limitations 
further limit the process steps. 



If claim 9 is rewritten as an apparatus claim or depend solely from apparatus 
claims, the claim will be withdrawn from consideration as being drawn to a non-elected 
invention. 



Claim Rejections - 35 USC § 102 and 103 



7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 3-4. 8. 10. 19. 21-22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sal^urai et al. 

Sakurai et al discloses a process for producing a fluorination treated substance. 
A substance to be treated in a reactor is enclosed, and a fluorine type gas is introduced 
into the reactor to bring the substance into contact with the fluorine type gas and 
thereby carry out fluorination reaction (para 0096-0098, 0132; fig 1 and 4). 

8. Claims 5-6, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakurai et al in view of Fukada et al. 

Sakurai et al discloses what is described in the rejection above. 

Sakurai does not explicitly disclose a fluorine concentration range claimed. 

Fukada et al discloses a fluorine concentration range as claimed (para 0103). 

It would have been obvious to one with ordinary skill in the art to include the 
claimed fluorine concentration range because Fukada et al teaches such yields 
enhanced surface properties (para 0098) 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sakurai et al in view of Fukada et al as applied to claims above, and further in view of 
Meyer et al 
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Sakurai does not explicitly disclose controlling fluorine partial pressure. 

Meyer et al discloses controlling partial pressure (col 10, lines 14-22). 

It would have been obvious to one with ordinary skill in the art to include 
controlling fluorine partial pressure because Meyer et al teaches optimal surface 
treatment desirability (col 10, lines 14-22). 

10. Claims 11-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakurai et al in view of Fukada et al as applied to claims above, and further in view 
of Meyer in view of Sumiyoshi and Tokai Carbon (JP '290). 

Sakurai does not explicitly disclose surface abrading, further with abrasive grain, 
further with silicon dioxide as the grain. 

Sumiyoshi discloses abrading (col 1, lines 40-48) and Tokai Carbon teaches use 
of silicon dioxide as the abrading grain (see abstract). 

It would have been obvious to one with ordinary skill in the art to include surface 
abrading, further with abrasive grain, further with silicon dioxide as the grain for the 
purpose of post treatment of coating surfaces per se in the art. 
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1 1 . Claim 16, 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakurai et al in view of Fukada et al as applied to claims above, and further in view 
of Washita et al. 

Sakurai does not explicitly disclose laminated thin film. 

Washita et al discloses lamination (see abstract). 

It would have been obvious to one with ordinary skill in the art to include a 
laminated thin film because Washita teaches product usability obtained by lamination 
(i.e. safety glasses). 



12. Claims 17 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakurai et al in view of Fukada et al as applied to claims above, and 
further in view of Yusuke (JP *512). 

Sakurai does not explicitly disclose heating for densification. 

Yusuke et al discloses heating for densification (see abstract). 

It would have been obvious to one with ordinary skill in the art to include heating 
for densification because Yusuke teaches such as helpful to correct defects. 
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Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Alain L. Bashore whose telephone number is 571- 
272-6739. The examiner can nomially be reached on about 7:30 am to 5:00 pm (Mon. 
thru Thurs.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

14. Infomiation regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonmation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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